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nat this correspondence is being 
deposited with the United States Postal Service as 
first class mail in an envelope, with sufficient postage, 
addressed to: Commissioner for Patents, Washington, 
D.C. 2023 1 , on August 1 3, 2001 . 

Jasper W. Dockrev 

Name of applicant, assi] 
Registere^^^resej 



RECEIVED 
AUG 2 0 2001 
OFFICE OF PETmOMS 






Our Case No. 9281/3900 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 

Kiyoshi SATO et al. 

Serial No.: 09/802,314 

Filed: March 8, 2001 

For: THIN-FILM MAGNETIC 
HEAD APPROPRIATELY 
SUPPRESSING SIDE 
FRINGING AND METHOD 
FOR FABRICATING THE SAME 



PETITION UNDER 37 C.F.R. $L47ra) 



Commissioner for Patents 
Washington, D.C. 20231 



Dear Sir: 

The Applicants of the above-referenced application hereby petition for acceptance of their 
Declaration and Power of Attorney For Patent Application for the filing of the above-referenced 
application under 37 C.F.R. § 1 .47(a). The above-referenced application claims priority under 35 ° 
U.S.C. §1 19 to Japanese Patent Applicafion No. 2000-065288 filed March 9, 2000. The Applicants S g 

CXI 

filed the above-referenced application with the United States Patent and Trademark Office on S 
March 8, 2001 but did not file a Declaration with their application. Thereafter, the applicants 
received a Filing Receipt and a Notice To File Missing Parts, both bearing a mailing date of 
April 13, 2001. 
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The accompanying Declaration and Power of Attorney For Patent Application bears the 
signatures of all inventors of the above-referenced application except that of Mr. Masaki Dcegami. 
Mr. Dcegami died on or about December 5, 1999. In accordance with 37 C.F.R. §1.42, the 
accompanying Declaration and Power of Attomey For Patent Application also contains signature 
lines for Hiromi Dcegami and Chiaki Dcegami, the heirs of Mr. Dcegami. Despite Mr. Dcegami's 
contractual obligation to assign rights to all inventions to his employer, Alps Electric Company, 
Ltd. ("Alps"), an obhgation Mr. Dcegami bore at the time of his death, Mr. Dcegami's heirs have 
refused to execute an assignment of invention rights or to execute a previously prepared Declaration 
as described below. 

Mr. Dcegami began employment with Alps on or about April 1, 1985. At that time, Alps 
prepared an Employment Agreement for Mr. Dcegami, a copy of which is attached as Exhibit A, 
along with a non-certified English translation thereof. Paragraph 2 of the Employment Agreement 
references an "employee's rule." The employee's rule referred to in the Employment Agreement 
includes the document entitled, "A Rule Of Handling An Invention And An Utility Model." A 
non-certified translation of A Rule Of Handling An Invention And An Utility Model is attached as 
Exhibit B. 

Article 2, section (1) of A Rule Of Handling An Invention And An Utihty Model provides, 
in part, that, when an employee has made an lUD (invention), the employee shall transfer to the 
company the right to obtain a patent. Accordingly, Mr. Dcegami was bound by his Employment 
Agreement to assign rights to inventions to Alps. 

In order to make a declaration on their own behalf and to make a declaration on behalf of 
the non-signing heirs of Mr. Dcegami, Messrs. Yazawa, Oki, Kobayashi, Koyama and Kanada 
have executed the accompanying Declaration and Power of Attomey For Patent Application. 
The inventors signed the accompanying Declaration and Power of Attomey For Patent 
Application on May 25, 2001. 

As set forth in the Declaration of Mr; Toshiya Takemoto (attached as Exhibit G) and the - - 
Declaration of Mr. Junji Kobayashi (attached as Exhibit D), on May 18, 2001, Messrs. Takemoto 
and Kobayashi were asked by Mr. Yasuo Kondo, Chief Engineer of the Patent Application 
Administration Center at Alps, to go to the residence of the heirs of Mr. Dcegami. Messrs. 
Takemoto and Kobayashi were also asked by Mr. Yasuo Kondo to request that Hiromi Dcegami 



-2- 




and Chiaki Dcegami sign the Declaration and Power of Attorney. (Exhibits C and D, para. 5) 
Before Messrs. Takemoto and Kobayashi called on the heirs' at their residence, Hiromi Dcegami 
and Chiaki Dcegami visited the Magnetic Devices Division at Alps on May 30, 2001. (Exhibits C 
and D, para. 6) When Mr. Takemoto asked Hiromi Dcegami and Chiaki Dcegami to sign the 
Declaration and Pov^er of Attorney, they both refused. (Exhibit C, para. 7) Mr. Kobayashi 
witnessed the refusal of Hiromi Dcegami and Chiaki Dcegami to sign the First Patent Declaration. 
(Exhibit D, para. 7) 

The last known address of Hiromi Dcegami and Chiaki Dcegami is 3-6-14 Funaoka, Ojiya- 
shi, Niigata-ken, Japan. 

The Applicants submit herewith the fee set forth in 37 C.F.R. §1.17(i). 

The Applicants beUeve that they have fiilly complied with the requirements for filing their 
appUcation under 37 C.F.R. § 1.47(a) and respectfully request favorable action on appUcation. 



Respectfully submitted, 




Jasper W. Dockrey 
Registration No. 33,868 
Attorney for Applicants 



BRINKS HOFER GD^SON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
312-321-4200 
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<Translation> 



Date: April 1st, Show 60 (1985) 
Employment Agreement 

(A) 1-7, Yukigaya-Otsuka-Cho, 
Ota-ku, Tokyo, Japan 
ALPS ELECTRIC CO., LTD. 
President: Katsutaro Kataoka 

(B) Address: 1-24-22, Fujimi, 
Sayama City, Saitama, Japan 
Name: Masaki Ikegami 

ALPS ELECTRIC CO., LTD. (hereinafter "Alps") and Masaki Ikegami (hereinafter 
"Employee") shall entered into this Emplojrment Agreement as defined herein. 
Alps shall keep one signed copy of this agreement. 

1. Alps shall hire Employee for work assigned to Employee. 

However, the initial probation period of employment shall be six months after the 
employment. 

2. Employee shall work in accordance with the terms and conditions of an employee's 
rule specified by Alps. 

3. Alps shall pay Employee's salary in accordance with the terms and conditions of 
employee's rule. 

4. If whole or a part of employee's rule shall be amended, updated or terminated, both 
parties shall be bound by such new employee's rvde. 
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Registered No. ASMG005 



Enacted as of July 1, 1972 
First Revised as of January 1, 1988 
Second Revised as of January 1, 1993 



A RULE OF HANDLING AN INVENTION AND AN UTILITY MODEL 

(Translation) 

(PURPOSE OF THIS RULE) 
ARTICLE 1, 

This rule provides matters relating to handling an invention, a utihty model and a 
design made by an employee of the company, hereinafter referred to as an "lUD", and 
grant of a compensation bonus and a remuneration bonus for the lUD. The lUD also 
includes an invention, a utility model and a design jointly made by an employee of the 
company and a third party outside the company. The same meaning of the lUD shall 
apply hereinafter. It is a purpose of this rule to encourage the employees to make lUDs 
and to enhance competitiveness of the company by vmiquely developed technologies 
based on the lUDs and to contribute in enlarging the company. 

(TRANSFER OF A RIGHT TO OBTAIN A PATENT, A REGISTERED UTILITY OR A 
REGISTERED DESIGN FOR AN EMPLOYEE'S lUD OR AN OCCUPATIONAL lUD 
TO THE COMPANY) 
ARTICLE 2. 

(1) When an employee of the company has made an lUD which by reason of its nature 
falls within scope of business of the company and an act or acts resulting in the lUD 
were part of the present or past duties of the employee performed on behalf of the 
company, hereinafter referred to as an "EMPLOYEE'S lUD", he or she shall transfer 
to the company a right to obtain a patent, a registered utihty model or a registered 
design for the EMPLOYEE'S lUD in Japan and foreign countries, hereinafter 
referred to as an "APPLICAION RIGHT". 

(2) When an employee of the company has made an lUD whichTby reason of its nature 
falls within scope of business of the company but is not an EMPLOYEE'S lUD, 
hereinafter referred to as an "OCCUPATIONAL lUD", the company shall have a 
exclusive right, prior to any third party, to negotiate with the employee to transfer 
company an APPLICATION RIGHT for the OCCUPATIONAL lUD. 




(OBLIGATION TO REPORT AN EMPLOYEE'S lUD OR AN OCCUPATIONAL lUD 
TO THE COMPANY) 
Article 3. 

When an employee of the company has made an EMPLOYEE'S lUD or an 
OCCUPATIONAL lUD provided by Article 2, he or she shall immediately report a 
content of the lUD to his or her manager. 

(DETERMINATION OF FILING AN APPLICAION FOR AN lUD) 
Article 4. 

(1) Regarding to an lUD reported in accordance with Article 3, the Manager of the 
Patent and Legal Department shall determine, after consulting with the respective 
Technical Department Manager or the Manager of the Central Laboratory if necessary, 
as to whether or not the lUD meets an EMPLOYEE'S lUD or an OCCUPATIONAL lUD 
pursuant to Article 2, as to whether or not an application for the lUD shall be filed, and 
as to which type the application is. 

(2) An employee who has made an EMPLOYEE'S lUD or an OCCUPATIONAL lUD 
pursuant to Article 2, hereinafter referred to as an "INVENTOR", shall be informed in 
writing of any determination made pursuant to subsection (1). 

(3) If an INVENTOR has any objection to determination made pursuant to subsection 
(1), he or she may submit a request for reconsideration in writing to the respective 
General Manager of his or her Division within one month of receiving the determination 
by setting forth in detail a reason or reasons for the objection. 

(4) The Division General Manager and the Manager of the Patent and Legal 
Department shall review the request for reconsideration and determine an agreement 
to resolve the objection. If no agreement can be reached to resolve the objection, the 
President of the company shall have final authority to resolve the objection. 



(AN INTERNAL-REGISTERED lUD and DISCLOSURE OF AN EMOLPYOYEE'S lUD 
OR AN OCCUPATIONAL lUD FOR PUBLIC INSPECTION) 



Article 5. 

If the company determines that an EMOLPYOYEE'S lUD or an OCCUPATIONAL lUD 
whose APPLICATION RIGHT is transferred to the company in accordance with Article 
2 should be kept from public disclosure or that it is very difficult to find out any third 
partes unauthorized use of the lUD, the company in its sole discretion may decide 
either of the following: 

to internally register the lUD as an internal-registered lUD instead of fiUng an 
appUcation therefor, and if once filed, to abandon the application prior to lajdng 
open thereof; or 

to disclose the lUD for pubUc inspection in a case of any appUcation therefor being 
not filed or the lUD being not internally registered as an internal-registered lUD. 

(AN lUD AS NOT PRESENTED IN AN APPLICATION THEREFOR OR NOT 
INTERNALLY REGISTERED AS AN INTERNAL-REGISTERED lUD OR NOT 
DISCLOSED FOR PUBLIC INSPECTION) 
Article 6. 

Regarding to a certain EMPLOYEE'S lUD, if the company decides not to file an 
application therefor, or not to internally register the lUD as an internal-registered lUD, 
or not to disclose the lUD for pubUc inspection, an INVENTOR may file an application 
for the lUD at his or her own expense and with prior written approval of the Manager of 
the Patent and Legal Department. But, the company shall be granted to work the lUD 
without pay. 



(OBSERVANCE OF CONFIDENTIAL INFORMATION) 
Article 7. 

(1) As a principle, any employee shall not disclose a content of an lUD to a third party 
outside the company without prior approval of the Manager of the Patent and Legal 
Department, even though the employee is an INVENTOR of the lUD or has learnt the 
lUD from another person. But there are exceptions that an application for the lUD has 
been laid open for public inspection by the Patent office or that" the lUD has been 
disclosed for public inspection by the company. 

(2) If an employee violates subsection (1) as mentioned above, he or she may be 
submitted to disciplinary pimishment by the compan^s emplojnnent rules and 





regulations. 

(3) If the company suffers any damages or injury as a result of any violation of the 
subsection (1) by an employee, the employee shall compensate the company for such 
damages or injury if requested by the company. 

(COMPENSATION BONUS) 
Article 8. 

(1) If an APPLICATION RIGHT for an EMPLOYEE'S INVENTION or an 
OCCUPATIONAL INVENTION is transferred to the company from an 
INVENTOR, the company shall pay the INVENTOR, namely the employee, the 
following compensation bonus in accordance with the determination made by the 
company in Articles 4 and 5. 

Patent ¥ 12,000 per one appl. 

UtiLLty Model, Internal Registered lUD or 

Patent with Priority Claim based on EarHer Apphcation ¥ 6,000 per one appl. 



Please note that if there are more than one INVENTOR per one apphcation or one case, 
a compensation bonus as mentioned above shall be equally divided between the number 
of the INVENTORS. If the divided compensation bonus residts in a figure less than a 
¥ 1,000 unit, it will be rovmded -up to the nearest ¥ 1,000 unit. 

~(2)~ When"ap^hcatioris~are file~d in niore thah o he country, subsection (I) as mentioried 
above shall apply to only one country fiUng. 



or one case 



Design 

Similar Design 

Utihty Model with Priority Claim based on EarUer 
Apphcation or EMPLOYEE'S lUD or OCCUPATIONAL 
lUD disclosed for inspection 



¥ 5,000 per one appl. 
¥4,000 per one appl. 



¥3,000 per one appl. 



or one case 



(ABANDMENT OF INDUSTRIAL PROPERTY RIGHT) 



Article 9. 

(1) If deemed necessary, the Manager of the Patent and Legal Department shall decide 
whether to abandon an industrial property right based on an EMPLOYEE'S lUD or an 
OCCUPATIONAL lUD after hearing opinions of the respective Managers of the 
relevant Division, the Technology Department, and / or the Central Laboratory, The 
industrial property right also includes joint one co-owned by the company and a third 
party outside the company. The same meaning of the industrial property right shall 
apply hereinafter. 

(2) When appUcations are filed in more than one country, a decision made in sub-section 
(1) shall be Umited to apply to a respective country. 

(TRANSFER OF A RIGHT OF RECEIPT OF A COMPENSATION BONUS) 
Article 10. 

(1) When an INVENTOR has retired from the company before he or she receives a 
compensation bonus under Article 8, the company shall grant the compensation bonus 
to him or her. When an INVENTOR died before he or she receives a compensation bonus, 
the company shall grant the compensation bonus to his or her surviving family. 

(2) Notwithstanding subsection (1) above, if there is any change in an address of the 
INVENTOR or the surviving family, it should be noticed to the company within six 
months of such change. If the company has not received such notice within the required 
period, the company shall deem that the INVENTOR or the surviving family has 
abandoned a right of receipt of the compensation bonus. 

(REMUNERATION BONUS FOR WORK OF INVENTIONS) 
Article 11. 

(1) When the company has worked an EMPLOYEE'S lUD or an OCCUPATIONAL lUD 
for which have been filed as an appUcation that has been issued as a patent, a 
registered utility model or a registered 'design7 or when the company has^ receive'd a 
royalty fi^om a third party who has worked an EMPLOYEE'S lUD or an 
OCCUPATIONAL lUD for which has been filed as an appUcation or an industrial 
property right of a patent, a registered utility model and so on based on an 
EMPLOYEE'S lUD or an OCCUPATIONAL lUD, an INVENTOR, namely an employee, 



shall be paid a remuneration bonus by the company according, to the company's 
standard procedures otherwise provided. The companj^s work of the lUD mentioned 
above is called a "COMPANY'S WORK" hereinafter. The third party's work of the lUD 
or the industrial property right mentioned above is called a "THIRD PARTY'S WORK" 
hereinafter. 

(2) In a case of the COMPANY'S WORK, a foUowing remuneration bonus for an lUD 
shall be paid to an INVENTOR, namely an employee. 

Patent, UtiUty Model, Design, Similar Design, Internal-Registered lUD 
¥5,000 through ¥200,000 per one application or one case 

Please note that if there are more than one INVENTOR per one apphcation or one case, 
a remuneration bonus as mentioned above shall be equally divided between the number 
of the INVENTORS. If the divided remuneration bonus results in a figure less than a 
¥ 1,000 unit, it will be rounded-up to the nearest ¥ 1,000 unit. 

(3) When applications are filed in more than one country, the company shall grant a 
remuneration bonus mentioned above only for one country fiUng to an INVENETOR. 

(3) In a case of the THIRD PARTY'S WORK, a following remuneration bonus for an 
EMPLOYEE'S lUD or an OCCUPATIONAL lUD for which has been filed as an 
application or an industrial property right of a patent, a registered utiUty model and 
so on based on an EMPLOYEE'S lUD or OCCUPATIONAL lUD shall be paid to an 
INVENTOR, namely an employee. 

The remimeration bonus is two percent (2%) of an amount of the royalty. But the 
total remuneration bonus shall not exceed ¥3,000,000 for an application or an 
industrial property right pursuant to a license with the third party. 

Please note that if there are more than one INVENTOR per the apphcation or the 
industriarpropefty right, a remuneration boniis as mentioned above shall be equally 
divided between the number of the INVENTORS. If the divided remuneration bonus 
results in a figure less than a ¥ 1,000 unit, it will be rounded-up to the nearest ¥ 1,000 
xmit. 



(5) Sub-section (4) shall also apply to a case that the company has reduced an obligation 
to pay a royalty to a third party under a cross-license agreement. 

(6) Payment of a remuneration bonus shall be made an INVENTOR once a month. 

(TRANSFER OF A RIGHT OF RECEIPT OF A REMUNERATION BONUS) 
Article 12. 

When an INVENTOR has retired from the company before he or she receives a 
remuneration bonus as mentioned above, the company shall not grant the remimeration 
bonus to him or her. When an INVENTOR died before he or she received a 
remuneration bonus as mentioned above, the company shall not grant the remuneration 
bonus to his or her surviving family. 

(ADMINIATRATION DEPARTMENT) 
Article 13. 

The Patent and Legal Department shall administer the payment of the remimeration 
bonus. 



ADDITIONAL RULES 

1. Formulation, alternation and abrogation of this rule shall follow the internal 
standard administration rule i.e. ASGGOOl and shall be drafted by the Patent and 
Legal Department and shall be approved by the Director in charge. 

2. Article 11 (REMUNERATION BONUS FOR WORK OF INVENTIONS) shall apply 
to an lUD in an application which was filed before March 31, 1993 (Heisei 5). 

3. This rule shall apply to the Directors. 

4. This rule shall come into force on and after July 16, 1995 (Heisei 7). 



RECEIVED 

AUG 2 0 ?001 

DECLARATION OF TOSHIYA TAKEMOTO 
I, Toshiya Takemoto, hereby declare the following: 

1 . I am the Business Planning Office Manager of the Magnetic Devices Division 
of Alps Electric Company, Ltd. 

2. It is my understanding that Alps Electric Company, Ltd. has caused to be filed 
a U.S. patent appKcation on March 8, 2001, having U.S. serial number 09/802,314, that 
claims priority to Japanese apphcation number 2000-065288 (attached hereto as Attachments 
A and B) 

3. It is also my understanding that one of the inventors of the above-referenced 
patent applications, Mr. Masaki Ikegami, died December 5, 1999. 

4. It is further my understanding that Mr. Masaki Ikegami is survived by his 
wife, Mrs. Hiromi Ikegami, and by his daughter, Miss Chiaki Ikegami ("the heirs"). 

5. On May 18, 2001, 1 was asked by Mr. Yasuo Kondo of Alps Electric 
Company, Ltd. to go to 3-6-14 Funaoka, Ojiya-shi, Niigata-ken, Japan, the residence of the 
heirs of Mr. Masaki Ikegami, with Mr. Junji Kobayashi, an employee of Alps Electric 
Company, Ltd., and to request their signature on the Declaration and Power of Attorney for 
Patent Application ("the Declaration") (attached hereto as Attachment C) that must be 

. submitted to the U.S. Patent and Trademark Office in support of U^S. pa^en^ application 
serial number 09/802,314. 

6. However, before making the tiip to the heirs' residence, the heirs called on Mr. 
Kobayashi and myself at the Magnetic Devices Division on May 30, 2001. 





7. I showed the above-referenced Japanese patent application and the patent U.S. 
application and the Declaration to the heirs and asked them to sign the Declaration. 
However, both Mrs. Hiromi Ikegami and Miss Chiaki Ikegami refused to sign the 
Declaration. 

8. Mr. Junji Kobayashi also witnessed the heirs' refusal to sign the Declaration. 

9. After hearing the heirs' reftisal, I retained the above-referenced patent 
applications and the unsigned Declaration. 

I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statement and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code. 



Date: August l, 2001 
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DECLARATION OF JUNJI KOBAYASHI 



RECEIVED 

AUG 2 0 2001 
OFFICE OF PETmoWS 



I, Junji Kobayashi, hereby declare the following: 

1 . I am in charge of patents at the Engineering Administration Department of the 
Magnetic Devices Division of Alps Electric Company, Ltd. 

2. It is my understanding that Alps Electric Company, Ltd. has caused to be filed 
a U.S. patent application on March 8, 2001, having U.S. serial number 09/802,314, that 
claims priority to Japanese application number 2000-065288 (attached hereto as Attachments 
A and B). 

3. It is also my understanding that one of the inventors of the above-referenced 
patent applications, Mr. Masaki Ikegami, died December 5, 1999. 

4. It is further my understanding that Mr. Masaki Ikegami is survived by his 
wife, Mrs. Hiromi Ikegami, and by his daughter, Miss Chiaki Ikegami ("the heirs"). 

5. On May 18, 2001, 1 was asked by Mr. Yasuo Kondo of Alps Electric 
Company, Ltd. to go to 3-6-14 Funaoka, Ojiya-shi, Niigata-ken, Japan, the residence of the 
heirs of Mr. Masaki Ikegami, with Mr. Toshiya Takemoto, an employee of Alps Electric 
Company, Ltd., and to request their signature on the Declaration and Power of Attorney for 
Patent Application ("the Declaration") (attached hereto as Attachment C) that must be 
submitted to the U.S. Patent and Trademark Office in support of U.S. patent application 
serial number 09/802,314. 

6. However, before making the trip to the heirs' residence, the heirs called on Mr. 
Takemoto and myself at the Magnetic Devices Division on May 30, 2001 . 





7. At the Magnetic Devices Division, I witnessed Mr. Takemoto show the above- 
referenced Japanese patent apphcation and the U.S. appUcation and the Declaration to the 
heirs and ask them to sign the Declaration. However, both Mrs. Hiromi Ikegami and Miss 
Chiaki Ikegami refused to sign the Declaration. 

8. After hearing the heirs' refusal, Mr. Takemoto retained the above-referenced 
patent applications and the unsigned Declaration. 

I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statement and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code. 
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